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Cancel |l ati on No. 30, 363
Cancel |l ati on No. 30, 364

Cashfl ow Technol ogi es,
I nc.

V.
Net Deci de
Before Quinn, Hairston and Drost, Adm nistrative
Trademar k Judges.

Net Deci de owns Reg. No. 2,209,531, issued on
Decenber 8, 1998 for the mark CASHFLOW in typed formfor
“comput er software for individual financial nodeling,
managenent, planning, and online financial data
transactions,” and Reg.

No. 2,298,545, issued on Decenber 7, 1999 for the mark

CASHFLOW and desi gn, as reproduced bel ow,

CASHFlow

for “conmputer software for individual financial nodeling,
managenent, planning and online financial data

transacti ons.”
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On March 27, 2000, Cashfl ow Technol ogies, Inc. filed
separate petitions to cancel the registrations on the
ground that respondent had abandoned its narks, and
alleging its standing based on its business of providing
educati onal and financial products and services under its
CASHFLOW mar ks and based on respondent’s CASHFLOW nar ks
bei ng cited against petitioner’s United States
application Serial No. 75/666,450 for the mark CASHFLOW
for “conputer ganmes and instruction nmanuals sold as a
unit for playing conmputer ganmes used for financial
education” in International Class 9.1

On COct ober 6, 2000, the Board consolidated
cancel |l ation proceedi ngs, with Cancell ation No. 30, 363
identified as the parent case. On July 15, 2001,
petitioner filed a notion to anmend the petitions to
cancel to add the additional grounds of descriptiveness
and | ack of acquired distinctiveness and parti al
cancellation (by restriction or nodification of

respondent’s goods as listed in the invol ved

! This application is currently suspended pending the fina

di sposition of these consolidated cancell ation proceedi ngs.
Petitioner has since anended the identification of goods in
application Serial No. 75/666,450 as follows: “conputer board
game and instruction manual sold as a unit for playing a
conput er board gane used for financial education; the conputer
board gane and manual marketed through on-1ine subscription
sales, multi-level marketing and retail outlets and not narketed
to financial professionals or brokerages.”
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registrations) and subnmitted first amended petitions for
cancel | ati on.

Prior to the Board s decision on petitioner’s notion
to anmend, petitioner filed, on August 7, 2001, a notion
for summary judgment on the ground that the term CASHFLOW
is merely descriptive of respondent’s software products
and that the term CASHFLOW has not acquired
di stinctiveness in connection with respondent’s goods.
Respondent filed a response on August 24, 2001, which did
not address the merits of petitioner’s notion, arguing
that petitioner’s notion for sunmary judgnent was based
on an unpl eaded issue.

On February 7, 2002, the Board granted petitioner’s
notion to anmend, required petitioner to file a second
anended petition to cancel which properly pleaded the
ground of abandonnment, and deferred consideration of
petitioner’s notion for summary judgment on the ground of
descriptiveness and | ack of acquired distinctiveness
pending the filing of a response on the nerits by
respondent. On March 11, 2002, petitioner filed its
second anended petition to cancel alleging, with respect
to the ground of descriptiveness, that use of the term

CASHFLOW by respondent is merely descriptive because
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CASHFLOW i mmedi ately brings to mnd a use, purpose,
feature characteristic or function of respondent’s
software and that “there is no evidence that CASHFLOW has
ever devel oped secondary neaning” with respect to
respondent’s software. On April 3, 2002, respondent
filed its response to petitioner’s notion for sunmary

j udgnent .

This case now conmes up on petitioner’s notion for
sunmary judgnent on the ground of descriptiveness and
| ack of acquired distinctiveness of respondent’s CASHFLOW
marks. The notion is fully briefed.

The exhibits submtted by petitioner include a
dictionary definition of the term“cashflow,” print-outs
from websites providing informati on about software which
cal cul ates cashfl ow, excerpts of Lexis/Nexis articles
di scussi ng software which cal cul ates cashfl ow, excerpts
of the deposition testinmny of Mchael Smith, a custoner
of respondent, excerpts of the deposition testinony of
Evan Burfield, an officer of respondent, and excerpts of
respondent’ s responses to petitioner’s second
suppl enental interrogatories and requests for adm ssions.

Respondent’s exhibits consist of a dictionary

definition of the term “cashflow and an excerpt of the
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deposition testinmony of Mchael Smith, a custoner of
respondent .

I n support of its notion, petitioner argues that the
dictionary definition of the term “cashflow, ” the
numerous third-party uses of the term “cashflow,” and the
statenents made by respondent and its customer with
respect to the use, purpose, characteristic or function
of respondent’s software establish a prim facie case
t hat respondent’s use of the term CASHFLOW i s nerely
descri ptive because the termimedi ately conveys an
i nportant use, purpose, function, or characteristic of
respondent’s software; and that the record establishes
t hat respondent’s CASHFLOW mar k had not acquired
di stinctiveness at the tine of registration, and has not
now acqui red distinctiveness.

I n response, respondent argues that the dictionary
definition of “cashflow should be considered i nateri al,
because the definition does not refer to the goods
identified in respondent’s registrations, nanely conputer
sof tware or conputer prograns; that petitioner’s evidence
only shows that respondent has adm tted that respondent’s
mar ks are used to identify respondent’s software and that
among the functions of the software is the ability to

cal culate the inflow and outfl ow of noney; that a
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reasonabl e consunmer woul d not i mredi ately perceive that
the term CASHFLOW rel ates to software since respondent’s
identification of goods does not refer to cashflow or to
cal culating a cashflow, that petitioner’s contention that
respondent’s marks are descriptive is disingenuous since
petitioner’s marks woul d al so be descriptive based on the
sane evidence offered by petitioner; that during the
prosecution of respondent’s marks the Exam ning Attorney
never nmade a descriptiveness refusal but allowed the
marks to register on the Principal Register; and that,
assum ng respondent would be required to offer evidence
of acquired distinctiveness, petitioner’s evidence does
not establish an absence of a genuine issue of materi al
fact with regard to acquired distinctiveness.

In reply, petitioner argues that respondent bases
its opposition to petitioner’s notion for sunmary
judgnment on an incorrect |egal standard of genericness
rat her than descriptiveness, a m srepresentation of the
testinmony of its customer, and an irrelevant, unsupported
attack on petitioner’s registrations; that respondent
does not deny or address the fact that respondent’s chief
technol ogy officer testified that respondent’s software
cal cul ates an individual’s cashflow, is frequently used

for that purpose, and that cal culating cashflow is an
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i nportant feature of the software; that even if
respondent’s software is used for purposes other than
cal cul ati ng cashfl ow, respondent’s responses to
petitioner’s second suppl enmental interrogatories and
requests for adm ssions show t hat CASHFLOW descri bes a
function of respondent’s software; and that any rel evant
i nformation regardi ng acquired distinctiveness shoul d
have been produced, or at the very least, identified in
respondent’ s opposition.

Sunmary judgnment is an appropriate nethod of
di sposi ng of cases in which there are no genui ne issues
of material fact in dispute, thus |eaving the case to be
resolved as a matter of law. See Fed. R Civ. P. 56(c).
The party noving for summary judgnent has the initial
burden of denonstrating the absence of any genuine issue
of material fact. See Celotex Corp. v. Catrett, 477 U. S
317 (1986), and Sweats Fashions Inc. v. Pannill Knitting
Co., 833 F.2d 1560, 4 USPQ2d 1793 (Fed. Cir. 1987). |If
t he novant neets this burden, then the non-nmovant, to
avoid entry of an adverse judgnent, nust present
sufficient evidence to show an evidentiary conflict as to
one or nore material facts in issue. See Opryland USA
Inc. v. Great American Music Show Inc., 970 F.2d 847, 23

UsP@2d 1471 (Fed. Cir. 1992). 1In our consideration of
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t he novant’s request for judgnent, the evidence nmust be
viewed in a light nost favorable to the non-novant, and
all justifiable inferences are to be drawn in the non-
movant's favor. See Lloyd's Food Products Inc. v. Eli's
Inc., 987 F.2d 766, 25 USPQ2d 2027 (Fed. Cir. 1993), and
Opryl and USA, supra.

After carefully review ng the argunents and vi ewi ng
all evidence in the |light nost favorable to respondent,
we find that petitioner has established that there is no
genui ne issue of material fact in dispute with regard to
descriptiveness and | ack of acquired distinctiveness of
respondent’ s CASHFLOW mar ks and that petitioner is
entitled to judgnent as a matter of |aw.

A mark is considered to be nerely descriptive within
t he neaning of Section 2(e)(1) if it describes an
i ngredient, quality, characteristic, function, feature,
pur pose, use, etc. of the goods to which it is applied.
See e.g., Inre Gyulay, 820 F.2d 1216, 3 USPQ2d 1009
(Fed. Cir. 1987); In re Bed & Breakfast Registray, 791
F.2d 157, 229 USPQ 818 (Fed. Cir. 1986); and In re
Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979). MWhether a
termis nmerely descriptive is determ ned not in the
abstract, but in relation to the goods for which

registration is sought, the context in which it is being
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used on or in connection with those goods, and the
possi bl e significance that the term would have to the
average purchaser of the goods because of the manner of
its use. In re Bright-Crest, supra at 593.

Based on the evidence of record, we find that
petitioner has nmet its burden in establishing the absence
of any genuine issue of material fact with regard to
descriptiveness, and that respondent has failed to submt
any evidence which contravenes petitioner’s evidence of
descri ptiveness.

In particular, petitioner has presented evidence that
respondent admtted that a significant function of
respondent’s software was to cal cul ate cashflow.  See
Excerpt of Deposition of Evan Burfield, officer of

respondent (Petitioner’s Exhibit 22)? and excerpts from

2 Q Can Cashflow be used to calculate an individual’s

mont hly cash fl ow?

Yes.

Yearly cash fl ow?

Yes

Is it frequently used for that?
Yes.

Is that an inportant feature of the product?

> > > > > > >

Yes.
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respondent’s responses to petitioner’s second
suppl enmental interrogatories and requests for adm ssions
(Petitioner’s Exhibits 20 and 21).° Additionally, the

deposition testimny of Mchael Smith? a custonmer of

® Adnission No. 1
Admt that your software bearing the term CASHFLOW may be
used by financial professionals to calculate an individual’s

cash fl ow.

Response

Anong the many functions perfornmed by the software,

Net Deci de sof tware bearing the term CASHFLOW may be used

for individual financial nodeling, managenent, planning and
online data transactions, which includes in part, the
ability to calculate the inflow and outfl ow of noney.

Adm ssion No. 2

Admt that your software bearing the term CASHFLOW uses the
term“Cashflow to identify an operation whereby your

sof tware cal cul ates an individual’s cash fl ow.

Response
Anmong the many functions perforned by the software,

Net Deci de software bearing the term CASHFLOW may be used for
i ndi vidual financial nodeling, managenent, planning and
online data transactions, which includes in part, the
ability to calculate the inflow and outflow of noney. The
term CASHFLOW i dentifies, in part, a view in which an icon-
based user interface provides a depiction of an individual’s
finances, including the inflow and outfl ow of noney.

Admi ssion No. 3
Admt that a function of your software bearing the term
CASHFLOWis to cal culate an individual’s cashfl ow.

Response
Anmong the nmany functions perforned by the software,

Net Deci de software bearing the term CASHFLOW may be used for
i ndi vi dual financial nodeling, managenent, planning and
online data transactions, which includes in part, the
ability to calculate the inflow and outfl ow of noney.

10
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respondent, (Petitioner’s Exhibit 18) supports the fact
that a use, purpose, function, or feature of the software
is to calculate cashflow or display cashflows. Although
respondent offers its own interpretation of Evan Burfield
and M chael Smith’s testinony as well as respondent’s
responses to petitioner’s second requests for responses
to interrogatories and adni ssions (as being indicative
that CASHFLOW is used to identify respondent’s software),
we concur with petitioner that the discovery deposition
testimony and di scovery responses support a finding of
descri ptiveness.

Additionally, the dictionary definition® of the term
“cashflow’, and evidence of third-party use® of the term

“cashfl ow’ in connection with financial conputer software

A, I'msorry, page eight of Exhibit Nunmber 2 that cashfl ow—
that’s a cashflow report that you were able to generate
usi ng the Cashfl ow nodel software?

A Correct.

A.  So pages 10 through 14 of Exhibit 2 reflect the annua
cashflows for this particular client that you were able
to generate using the Cashfl ow nodel software?

A. Correct.

> Cash flowis defined as “1. The novenent of cash through a
busi ness, as a neasure of profitability or liquidity. 2. The
cash generated froma business or transaction. 3. Cash
recei pts mnus cash disbhursenents for a given period. —
Sonetimes spelled cashflow ” Black’s Law Dictionary 2" Pocket
Editi on (2001).

® Excerpts of third-party use include the follow ng:

11
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products further support petitioner’s allegation that
CASHFLOW is nerely descriptive of a use, purpose,
function or feature of respondent’s software. (See
Petitioner’s exhibit 3, dictionary definition, and

exhi bits 5-16, excerpts from Lexi s/ Nexis and excerpts
frominternet websites). Wth regard to this evidence,
respondent has attenpted to argue, that, while admttedly
the dictionary definition and exanples of third-party use
establish that the term “cashflow has a “definable

meani ng,” and that the term may be used to “describe
particul ar actions or functions,” CASHFLOW as applied to
respondent’ s conputer software for individual financial
nodel i ng, managenent, planning, and online financial data

transactions is suggestive. W find respondent’s

“Cashfl ow Plan is a range of powerful, easy-to-use software
packages for preparing conprehensive nonthly cashfl ow
proj ections for budgets, business plans, fund raising etc . . .”
“Account ant -i n-a-Box Hel ps Cients Manage Cash Flow, software
spots | osses before they occur T
“Ri sk managenment software provider Askarl Inc. has rel eased a
new product that nodels portfolio values and returns across
mar ket, credit, asset/liability and cash-flow risks.”
“I'f you' re having trouble keeping track of everything, you may
need one of the many software prograns designed to hel p manage
cash flow”
“. . . software is available that qualifies both risk-nmnagenent
perfornmance and cash-flow forecasting . . "
“BARRA has added an enhancenent to its U. S Bond Anal ysi s System
software that allows insurance conpani es and nDney managers to
test cash flows of fixed incone portfolios
“CashControl [software] —- hel ps business of any size manage
cashflow . . . graphically analyze cashflow highs and | ows.”

12
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argument s unpersuasi ve and agree with petitioner that
respondent has confused the standard for genericness with
descriptiveness. Here, petitioner has established that
“cashfl ow’ describes the flow of cash and is frequently
used in connection with software products that cal cul ate
or display cashflows and that an inportant feature of
respondent’s software is the cal cul ation or display of
cashflows. Accordingly, petitioner has established that
there is no genuine issue of material fact that CASHFLOW
as used in connection with respondent’s conputer
software, is nerely descriptive.

We now consi der the question of |ack of acquired
di stinctiveness.

Petitioner argues that the evidence establishes that
respondent’s CASHFLOW mar ks | ack “secondary neaning.”
Respondent, on the other hand, argues that even if
petitioner establishes a “prim facie case of
descriptiveness, respondent should not have to present
evi dence of secondary nmeaning at this tine because
petitioner is not entitled to prevail on sunmary

judgment.” In particular, respondent argues that “neither
party has had an opportunity to conduct discovery
directed toward secondary neani ng” and that should

respondent “be required to offer evidence of secondary

13



Cancel | ati on Nos 30, 363 and 30, 364

meaning” . . . “both parties should be given an
opportunity to conduct discovery on this issue.”

We consider first respondent’s request for
addi tional discovery. W agree with petitioner that
further discovery on the issue of acquired
di stinctiveness would be unnecessary inasnuch as the
guestion of whether respondent's CASHFLOW mar ks have
acquired distinctiveness are facts solely within the
know edge of respondent. W also agree with petitioner
that respondent’s request for discovery is insufficient
under Fed. R. Civ. P. 56(f). Accordingly, respondent's
request for additional discovery is denied.

Wth regard to acquired distinctiveness, if the
petitioner were to plead and were to establish that at
the time of registration, “the registered mark was nerely
descriptive, then it is incunbent upon the registrant to
establish that prior to the issuance of the registration,
the registered mark had acquired a secondary neaning in
the sense that its primary significance was that of a
source indicator of goods emmnating fromregistrant

If the petitioner were to so plead and were to
establish that the registered mark is currently
i nherently nmerely descriptive, then the burden would be

on the registrant to show that the mark currently has a

14
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secondary nmeaning in the sense that it functions
primarily as a source indicator of goods emanating from

the registrant.” Neapco Inc. v. Dana Corp. 12 USPQd
1746, 1747 (TTAB 1998). “If it is established either that

as of the time of registration, the registered mark was
merely descriptive and | acked a secondary meani ng, or
that as of the present tinme, the mark is nerely
descriptive and | acks a secondary neaning, the
cancel l ation petition would be granted.” Id.

| nasnmuch as petitioner established a prima facie case
of descriptiveness in its notion for summary judgnent,
t he burden then shifted to respondent to present evidence
of acquired distinctiveness of its CASHFLOW marks in its
response. See Opryland USA and Neapco Inc., supra and
Fed. R Civ. P. 56(c). Thus, the issue before us is
whet her respondent has put forth sufficient evidence to
at | east raise a genuine issue of material fact with
regard to the issue of acquired distinctiveness (or |ack

t hereof).’

" A novant may prevail by pointing out the "absence of evidence
to support the non-noving party's case"” with respect to an issue
on which the non-novant bears the burden. Intellicall Inc. v.
Phononetrics Inc. 952 F.2d 1384, 21 USPQ2d 1383, 1388 (Fed.

Cr. 1992) citing Celotex Corp. v. Catrett, 477 U S. 317, 325
(1986). In its reply, petitioner stated that “[n]o evidence of
secondary meani ng has been produced by [r]egistrant in this
case.”

15
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Here, respondent has failed to submt any evidence in
support of its argunent that a genuine issue has been
raised with respect to acquired distinctiveness (or |ack
thereof) of its CASHFLOW marks as it was required to do.
See Fed. R Civ. P. 56(c) and Neapco, supra.

Accordingly, we find that there is no genuine issue with
regard to the lack of acquired distinctiveness of
respondent’ s CASHFLOW mar ks.

In view thereof, petitioner’s nmotion for summary
j udgment on petitioner’s claimof descriptiveness and
| ack of acquired distinctiveness is granted. The
petitions to cancel in Cancellation Nos. 30,363 and
30,364 are granted solely on the ground of
descriptiveness and | ack of acquired distinctiveness, and
Regi stration Nos. 2,209,531 and 2,298,545 wl | be

cancelled in due course.
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